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DETAILED ACTION 

This communication is a First Office Action Non- Final Rejection on the merits. Upon the 
restriction/election, Claims 9-16 and 18-20 are elected. Therefore, Claims 9-16 
and 18-20 are examined as set forth. 

Information Disclosure Statement 

1 . The information disclosure statement filed on 1 0/25/2004 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 9- 11, 14-16 and 18-20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Tibbs et al. (Hereinafter Tibbs) (US 20020010689) in view 
of Tsunenari et al. (Hereinafter Tsunenari) (US 20020013744). 

As per Claim 9, Tibbs teaches a method for monitoring the use of a return- 
shipping label (Abstract), comprising: 

receiving notification that a customer desires to return an item (Figure 1 , Figure 
3, Figure 4f and Paragraph 29 - 31 teaches system receive the return request from 
customer); 

creating a return-shipping label for the customer's use (Figure 3, Figure 5 and 
Paragraph 34 teaches creating return-shipping label for the customer); 

making the return-shipping label available for the customer's use (Figure 6 and 
Paragraph 34 teaches making return-shipping label available for the customer to use); 

recording at least a time and date the return-shipping label was made available 
for the customer's use (Figure 3 and paragraph 36 teaches sending email notification to 
vendor concerning the returning product when return label is generated. Email contains 
time and date and more information. Therefore, the Examiner construes that system 
sending email to the vendor is equivalent to recording the time and date of the return- 
shipping label was made available to the customer); 
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notifying the customer of the return-shipping label's availability (Paragraph 38 
teaches the email with web link for the return shipping label is sent to the customer); 

receiving a network request to access the return-shipping label, wherein such 
network request originates with the customer (Figure 3, Figure 4d, Figure 4e, Figure 4f, 
Figure 6 and Paragraph 27 teaches a merchant system receive a customer's request to 
return item, and customer access return label on the merchant website after return 
request is approved). 

However, Tibbs is silent regarding recording at least a date and time of the 
customer's access to the return shipping label, if accessed by the customer. 

Tsunenari discloses system and methods to effect return of a customer product 
recording at least a date and time of the customer's access to the return shipping label, 
if accessed by the customer (Paragraph 83 teaches recording time when the return 
shipping label is provided to the customer). 

Therefore, from this teaching of Tsunenari, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify generating return 
shipping label upon the request of customer for return product of Tibbs to include record 
time and date when customer access and obtain the return shipping label as taught by 
Tsunenari to confirm that customer retrieve the return shipping label. 

Furthermore, all the claimed elements were known in the Tibbs and Tsunenari 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of invention. 
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As per Claim 10, Tibbs teaches providing the return-shipping label to the 
customer (Figure 3, Figure 5 and Paragraph 38 teaches creating and providing return- 
shipping label for the customer); 

receiving at least a time and date that a package bearing the return- shipping 
label is received by a commercial carrier (Figure 3 and Paragraph 42 teaches delivery 
package is scanned and the package is continuously tracked throughout the delivery. In 
order to track delivery, it requires receiving date and time data and recording date and 
time data into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier); and 

recording at least the time and date that the package bearing the return-shipping 
label is received by the commercial carrier (Figure 3 and Paragraph 42 teaches delivery 
package is scanned and the package is continuously tracked throughout the delivery. In 
order to track delivery, it requires receiving date and time data and recording date and 
time data into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier). 

However, Tibbs is silent regarding recording at least a time and date the 
customer was provided the return- shipping label. 
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Tsunenari discloses system and methods to effect return of a customer product 
recording at least a time and date the customer was provided the return- shipping label 
(Paragraph 83). 

Therefore, from this teaching of Tsunenari, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify generating return 
shipping label upon the request of customer for return product of Tibbs to include record 
time and date when customer access and obtain the return shipping label as taught by 
Tsunenari to confirm that customer retrieve the return shipping label. 

Furthermore, all the claimed elements were known in the Tibbs and Tsunenari 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of invention. 

As per Claim 11, Tibbs teaches making the recorded information about at least 
the date and time the return-shipping label was made available to the customer (Figure 
3 and paragraph 36 teaches sending email notification to vendor concerning the 
returning product when return label is generated. Email contains time and date and 
more information. Therefore, the Examiner construes that system sending email to the 
vendor is equivalent to recording the time and date of the return-shipping label was 
made available to the customer), 

at least the time and date the package bearing the return-shipping label is 
received by the commercial carrier available to the merchant (Figure 3 and Paragraph 
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42 teaches delivery package is scanned and the package is continuously tracked 
throughout the delivery. In order to track delivery, it requires receiving date and time 
data and recording date and time data into the system. Therefore, the Examiner 
construes that tracking the package throughout the delivery is equivalent to receiving 
and recording the date and time of the package delivered by the commercial carrier). 

However, Tibbs is silent regarding recording the date and time of the customer's 
access to the return-shipping label, and at least the date and time the customer 
obtained the return-shipping label. 

Tsunenari discloses system and methods to effect return of a customer product 
recording the date and time of the customer's access to the return-shipping label, and at 
least the date and time the customer obtained the return-shipping label (Paragraph 83 
teaches recording time when the return shipping label is provided to the customer). 

Therefore, from this teaching of Tsunenari, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify generating return 
shipping label upon the request of customer for return product of Tibbs to include record 
time and date when customer access and obtain the return shipping label as taught by 
Tsunenari to confirm that customer retrieve the return shipping label. 

Furthermore, all the claimed elements were known in the Tibbs and Tsunenari 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of invention. 
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As per Claim 14, Tibbs teaches wherein the recorded information at least the 
date and time the return-shipping label was made available to the customer (Figure 3 
and paragraph 36 teaches sending email notification to vendor concerning the returning 
product when return label is generated. Email contains time and date and more 
information. Therefore, the Examiner construes that system sending email to the vendor 
is equivalent to recording the time and date of the return-shipping label was made 
available to the customer), 

at least the time and date the package bearing the return-shipping label is 
received by the commercial carrier available to the merchant so that the merchant can 
develop a reasonable estimate of the date the return item will arrive at a location 
designated by the merchant (Figure 3 and Paragraph 42 teaches delivery package is 
scanned and the package is continuously tracked throughout the delivery. In order to 
track delivery, it requires receiving date and time data and recording date and time data 
into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier). 

However, Tibbs is silent regarding recording the date and time of the customer's 
access to the return-shipping label, and at least the date and time the customer 
obtained the return-shipping label. 

Tsunenari discloses system and methods to effect return of a customer product 
recording the date and time of the customer's access to the return-shipping label, and at 
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least the date and time the customer obtained the return-shipping label (Paragraph 83 
teaches recording time when the return shipping label is provided to the customer). 

Therefore, from this teaching of Tsunenari, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify generating return 
shipping label upon the request of customer for return product of Tibbs to include record 
time and date when customer access and obtain the return shipping label as taught by 
Tsunenari to confirm that customer retrieve the return shipping label. 

Furthermore, all the claimed elements were known in the Tibbs and Tsunenari 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of invention. 

As per Claim 15, Tibbs teaches receiving at least a time and date the package 
bearing the return-shipping label is delivered by the commercial carrier (Figure 3 and 
Paragraph 42 teaches delivery package is scanned and the package is continuously 
tracked throughout the delivery. In order to track delivery, it requires receiving date and 
time data and recording date and time data into the system. Therefore, the Examiner 
construes that tracking the package throughout the delivery is equivalent to receiving 
and recording the date and time of the package delivered by the commercial carrier); 

recording at least the time and date the package bearing the return- shipping 
label is delivered by the commercial carrier (Figure 3 and Paragraph 42 teaches 
delivery package is scanned and the package is continuously tracked throughout the 
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delivery. In order to track delivery, it requires receiving date and time data and recording 
date and time data into the system. Therefore, the Examiner construes that tracking the 
package throughout the delivery is equivalent to receiving and recording the date and 
time of the package delivered by the commercial carrier); and 

making the recorded information about at least the time and date the 
package bearing the return-shipping label is delivered by the commercial carrier 
available to the merchant (Figure 3 and Paragraph 42 teaches delivery package is 
scanned and the package is continuously tracked throughout the delivery. In order to 
track delivery, it requires receiving date and time data and recording date and time data 
into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier). 

As per Claim 16, Tibbs teaches wherein the recorded information of at least the 
date and time the return-shipping label was made available to the customer (Figure 3 
and paragraph 36 teaches sending email notification to vendor concerning the returning 
product when return label is generated. Email contains time and date and more 
information. Therefore, the Examiner construes that system sending email to the vendor 
is equivalent to recording the time and date of the return-shipping label was made 
available to the customer), 

at least the time and date the package bearing the return-shipping label is 
received by the commercial carrier (Figure 3 and Paragraph 42 teaches delivery 



Application/Control Number: 1 0/661 ,822 Page 1 1 

Art Unit: 3687 

package is scanned and the package is continuously tracked throughout the delivery. In 
order to track delivery, it requires receiving date and time data and recording date and 
time data into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier), and 

at least the time and date the package bearing the return-shipping label is 
delivered by the commercial carrier is made available to the merchant so that the 
merchant can develop a reasonable estimate of the date the return item arrives at a 
location designated by the merchant (Figure 3 and Paragraph 42 teaches delivery 
package is scanned and the package is continuously tracked throughout the delivery. In 
order to track delivery, it requires receiving date and time data and recording date and 
time data into the system. Therefore, the Examiner construes that tracking the package 
throughout the delivery is equivalent to receiving and recording the date and time of the 
package delivered by the commercial carrier). 

However, Tibbs is silent regarding recording the date and time of the customer's 
access to the return-shipping label, and at least the date and time the customer 
obtained the return-shipping label. 

Tsunenari discloses system and methods to effect return of a customer product 
recording the date and time of the customer's access to the return-shipping label, and at 
least the date and time the customer obtained the return-shipping label (Paragraph 83 
teaches recording time when the return shipping label is provided to the customer). 
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Therefore, from this teaching of Tsunenari, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify generating return 
shipping label upon the request of customer for return product of Tibbs to include record 
time and date when customer access and obtain the return shipping label as taught by 
Tsunenari to confirm that customer retrieve the return shipping label. 

Furthermore, all the claimed elements were known in the Tibbs and Tsunenari 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of invention. 

As per Claim 18, Tibbs teaches providing a merchant computer with an 
application for generating a return-shipping label for use by a customer to return an item 
purchased from the vendor (Figure 3, Figure 5 and Paragraph 34 teaches creating 
return-shipping label for the customer); 

receiving a communication from a customer desiring to return an item 
purchased from the merchant (Figure 1 , Figure 3, Figure 4f and Paragraph 29 - 31 
teaches system receive the return request from customer); 

in response to the customer's communication, executing the application with the 
merchant computer to generate an electronic return-shipping label for transmission to 
the customer via a network (Figure 3, Figure 5 and Paragraph 34 teaches creating 
return-shipping label for the customer); 
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executing the application to transmit data necessary for shipping the item to a 
designated return location from the merchant computer to a service provider computer 
via a network (Figure 3, Figure 4D, Figure 4F and Paragraph 27 - 32 teaches merchant 
server and customer who is connected to the merchant server transmitting all return 
item data to the service provider computer using network such as internet); 

generating a return-shipping label for returning an item at the service provider 
computer (Figure 5 and Paragraph 34 teaches generating return-shipping label); 

transmitting a notification of availability of the return-shipping label for download 
to a customer via a network, the notification having a network resource identifier to 
identify a network location for downloading the electronic return-shipping label 
(Paragraph 38 teaches the email with web link for the return shipping label is sent to the 
customer); 

recording at least a date and time that the notification was made to the customer 
in a database associated with the service provider computer (Figure 3 and paragraph 
36 teaches sending email notification to vendor concerning the returning product when 
return label is generated. Email contains time and date and more information. 
Therefore, the Examiner construes that system sending email to the vendor is 
equivalent to recording the time and date of the return-shipping label was made 
available to the customer); and 

making at least a date and time that the notification was made to the customer 
available to the merchant computer over the network (Figure 3 and paragraph 36 
teaches sending email notification to vendor concerning the returning product when 
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return label is generated. Email contains time and date and more information. 
Therefore, the Examiner construes that system sending email to the vendor is 
equivalent to recording the time and date of the return-shipping label was made 
available to the customer). 

As per Claim 19, Tibbs teaches wherein the notification is an email notification 
provided to an email address of the customer, which e-mail address has been provided 
from the merchant computer to the service provider computer in the data necessary for 
shipping the item (Paragraph 38). 

As per Claim 20, Tibbs teaches wherein the data necessary for shipping the 
item includes a return location address (Paragraph 32). 

4. Claims 12 - 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tibbs and Tsunenari as applied to claim 11 above, and further in view of 
www.buy.com. 

As per Claim 12, Tibbs and Tsunenari's combination teaches all the elements of 
the claimed invention but is silent regarding wherein the method is used for monitoring 
the use of a return-shipping label in the shipment of an electronic device. 

www.buy.com discloses wherein the method is used for monitoring the use of a 
return-shipping label in the shipment of an electronic device (Front page). 
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All the component parts are known in Tibbs and Tsunenari's combination and 
www.buy.com. The only difference is the combination of the "old elements" into a single 
system by Tibbs and Tsunenari's combination to sell electronic device online. 

Therefore, it would have been obvious to one of ordinary skilled in the art to 
combine selling electronic devices and generating return-shipping label as known 
methods with no change in their respective functions, and combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention. 

As per Claim 13, Tibbs and Tsunenari's combination teaches all the elements of 
the claimed invention but is silent regarding wherein the electronic device is one or 
more chosen from the group consisting of a computer, video projector, television, video 
recorder, stereo device, audio recorder, video display device, radio receiver, radio 
transmitter, two-way communication device, cellular telephone, digital telephone, analog 
telephone, personal digital assistant, printer, facsimile device, copier, paging device, 
camera, and combinations thereof. 

www.buy.com discloses wherein the electronic device is one or more chosen 
from the group consisting of a computer, video projector, television, video recorder, 
stereo device, audio recorder, video display device, radio receiver, radio transmitter, 
two-way communication device, cellular telephone, digital telephone, analog telephone, 
personal digital assistant, printer, facsimile device, copier, paging device, camera, and 
combinations thereof (Front Page). 
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All the component parts are known in Tibbs and Tsunenari's combination and 
www.buy.com. The only difference is the combination of the "old elements" into a single 
system by Tibbs and Tsunenari's combination to sell electronic device online and 
electronics are defined as a computer, video projector, television, video recorder, stereo 
device, audio recorder, video display device, radio receiver, radio transmitter, two-way 
communication device, cellular telephone, digital telephone, analog telephone, personal 
digital assistant, printer, facsimile device, copier, paging device, or camera. 

Therefore, it would have been obvious to one of ordinary skilled in the art to 
combine selling electronic devices and generating return-shipping label as known 
methods with no change in their respective functions, and combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Chalmers et al. (20020152093) discloses system and method for initiating returns 
over a network. 

Hauser et al. (US 6536659) discloses facilitating returns of merchandise 
purchased from other sources. 

Taskett et al. (US 20040212833) discloses system and method for generating 
shipping labels. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to IG TAI AN whose telephone number is (571)270-51 10. 
The examiner can normally be reached on Monday - Thursday from 9:30 AM to 5 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Gart can be reached on 571-272-3955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew S Gart/ 

Supervisory Patent Examiner, Art 

Unit 3687 

/IG TAI AN/ 

Examiner, Art Unit 3687 



